
mm 



**TES<* 



UNITED STATE^EPARTMENT OF COMMERCE 
Patent and Trademark Offic 

Address: COMMISSIONER OF PATENTS AND TRADEMARK^ 
Washingt n t D.C. 20231 



ARKS i 

M 

EVNO. 



APPLICATION NO. FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKI 



09/509,853 06/08/00 DE CAGNY 



r 



RE MY J VANOPHEM 

THOMAS A MEEHAN 

755 W BIG BEAVER ROAD 

SUITE 1313 

TROY MI 48084-4903 



~1 



PM92/0327 



R 



RSA254AUS 



EXAMINER 



"FORMER .. R 



ART UNIT 



PAPER NUMBER 



3617 
DATE MAILED: 



2- 



03/27/01 



Please find below and/or attached an Office communication concerning this application or 
proceeding. 



Commissioner of Patents and Trademarks 



/ 



PTO-90C (Rev. 2/95) 
*U.S. GPO: 2000-473-000/44602 



1- File Copy 



r ^ 1 

* - 

^Office Aciion Bumniimairy 


Application No. 


Applicants) 




Group Art Unit 





— 77ie MAILING DATE of this communication appears on the cover sheet beneath the correspondence address— 
Peri d for Response 

A SHORTENED STATUTORY PERIOD FOR RESPONSE IS SET TO EXPIRE MONTH(S) FROM THE 
MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a response be timely filed after SIX (6) MONTHS 
from the mailing date of this communication. 

- If the period for response specified above is less than thirty (30) days, a response within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for response is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication . 

- Failure to respond within the set or extended period for response will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Status 

□ Responsive to communication(s) filed on __ 

D This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 ; 453 O.G. 213. 



Disp sition of Claims 

^CIaim(s) 



Of the above claim(s)- 

□ Claim(s) 

^^blaim(s)_ 

□ Claim(s) 

□ Claim(s) 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The proposed drawing correction, filed on is □ approved □ disapproved. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

J0(The specification is objected to by the Examiner. 

* □ The oath or declaration is objected to by the Examiner. 
Pri rity under 35 U.S.C. § 119 (a)-(d) 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 11 9(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) 



. is/are pending in the application. 

is/are withdrawn from consideration. 
. is/are allowed. 

is/are rejected. 

- is/are objected to. 

- are subject to restriction or election 
requirement. 



□ received in this national stage application from the International Bureau (PCT Rule 1 7.2(a)). 

*Certified copies not received: 

Attachm nt(s) 



(Information Disclosure Statement(s), PTO-1449, Paper No(s). 
[(Notice of References Cited, PTO-892 
□ Notice of Draftsperson's Patent Drawing Review, PTO-948 
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□ Interview Summary, PTO-413 

□ Notice of Informal Patent Application, PTO-152 

□ Other 



Office Action Summary 
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Application/Control Number: 09509853 Page 2 

Art Unit: 3617 

Specification 

1. A substitute specification not including the claims is required pursuant to 37 CFR 1. 125(a) 
because the language in the specification as filed appears to be a direct translation of the priority 
application and is replete with confusing, awkward, and indefinite language. 

A substitute specification in proper idiomatic English and in compliance with 37 
CFR 1; 52(a) and (b) is required. The substitute specification filed must be accompanied by a 
statement that it contains no new matter. 

2. The disclosure is objected to because of the following informalities: The spelling of terms 
such as "tyre" and "colour" must be corrected throughout the disclosure. 

Appropriate correction is required. 

Claim Objections 

3 . Claims 7-28 are objected to under 37 CFR 1 .75(c) as being in improper form because a 
multiple dependent claim cannot depend from another multiple dependent claim. See MPEP 

§ 608.01(n). Accordingly, the claims have not been further treated on the merits. 
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Claim Rejections - 35 USC § 112 

4. Claims 1-28 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

In claim 1 the "surface" lacks antecedent basis, and the term "similar colour" is indefinite 
as it is not clear what a similar color would be. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless — 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

6. Claims 1, 2, and 6 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by 
Woolson. 

7. Claims 1 and 5 are rejected under 35 U.S.C. 102(b) as being anticipated by Turoczi Jr. 
At least a portion of the balancing weights are shown to be black, a color which is similar 

to that of the tire. The rubber used in the weight is a plastic material. 
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Claim Rejections - 35 USC §103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 3 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Woolson. 
Woolson meets all of the limitations of claim 1 as set forth in paragraph 6 above but the 

material of the weight is not specifically set forth as being iron alloy or zinc and aluminum alloy. 
However, at lines 62-64 of page 1, Woolson describes the weights or links 10 as being made of 
any suitable material. Such suitable materials would include iron alloy (steel) and aluminum and 
zinc alloys since those of ordinary skill in the art would readily know that sch material would 
perform well as balancing materials and would further be resistant to weather and would also be 
less poisonous than lead. 
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Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. The references show other wheel and tire balancing weights. 

1 1 . Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Russell D. Stormer whose telephone number is (703) 308-1 113. 




